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Remarks : 

* Statas of the Claims 

Claims 34-36, 38-40 and 42-54 are pending in the present application. 

* Issues under 35 U.S.C SS 101 and 112 

In the Office Action dated June 20, 2005, the Examiner rejected the pending claims under 
25 U.S.C. §§ 101 and 112 using largely the same arguments supplied in the Office Action dated 
November 24, 2004. In making these rejections, the Examiner construed the claims "as 
encompassing one suspending time,., air, light, any temperature, pressure, gravity, etc." and then 
argued that the claims-so-construed were not adequately described in the specification, were not 
enabled^ and lacked utility. 

In the response to the Office Action dated November 24, 2004, Applicant did not argue 
"that the interpretation of ^exogenous agent* was overly broad," as suggested in the Office 
Action dated June 20, 2005. Indeed, Applicant agrees with the Examiner in that **the art 
recognizes a tremendously broad array of exogenous agents as having^ or potentially having an 
effect on genes of interest.** In the response to the Office Action dated November 24, 2004, the 
Applicant submitted an argument that a reading of the language of the claims, given their 
ordinary meaning, would not involve the suspension of time or the blocking of any and all 
exogenous agents. 

The meaning of the following claim language is at issue: "screening a sample microarray 
comprising genes ... exposed to the disease, age or exogenous agent., and comparing the 
expression of the genes to expression of control genes ... not exposed to the disease, age or 
exogenous agent." The Examiner argues that this language encompasses suspending time and 
creating conditions to eliminate exposure to any and all exogenous agents, which impossible acts 
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lack utility and are not adequately described or enabled by the specification. All of the rejections 
rely on the claims being construed to encompass impossible acts» and if the claims were not so 
construed, there would be no basis for any rejection contained in the Office Action. Applicant 
submits that the claim language does not encompass impossible acts such as suspending time or 
eliminating exposure of control genes to any and all exogenous agents* 

Contemporaneously filed with this Amendment is a Declaration under 37 CFR 1 . 1 32 by 
Eugenia Wang, Ph,D„ inventor of the present application, which provides support for the 
contention that one of ordinary skill in the art would not understand the claims to encompass 
suspending time or eliminating exposure to any and all exogenous agents. 

It is respectfully submitted that one of ordinary skill in the art would understand that a 
"control" is designed and defined relative to another sample, to which it is compared. A control 
is never expected to be removed from the basic effects of the environment where scientific 
discovery takes place; rather, it is merely removed from the variable being tested, the variable to 
which the test sample is subjected. The claim language reasonably conveys to one of ordinary 
skill in the art that the "control genes" are "not exposed to the disease, age or exogenous agent" 
to which the genes of the sample microairay are exposed. 

Because the claims do not encompass the ability to suspend time nor the ability to create 
conditions to eliminate exposure to any and all exogenous agents^ the rejections pursuant to 35 
U.S.C §§101 and 1 12 are believed to be improper. It is further submitted that the method of the 
present invention is useful because it identifies characteristics in saraples-of-interest by 
comparing positionally defined information for multiple samples to one another. For example, 
the characteristics identified through the method of the present invention for samples of interest 
may include a hierarchical order of gains and/or losses of a particular gene or a group of genes. 
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relative to the other samples. Changes in gene expression have been found to correlate with 
diseases or disorders and identification of such changes allow for diagnosis and assessment of 
potential treatments. See e^, US Application Publication 2002/0009736, Paragraphs [0061] 



In light of the foregoing remarks and the Declaration submitted herewith. Applicant 
respectfully requests allowance of all claims now pending in this Application. 



[0073]. 



Respectfiilly submitted* 




Mandy V, WiM, Reg. No. 53,781 
STITES & HARBISON, PLLC 
400 W. Maritet Street 
Louisville, Kentucky 40202-3352 
Phone (502) 587-3400 
Facsimile (502) 587-6391 
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